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MANDEL & ADRIANO' 



INTELLECTUAL PROPERTY ATTORNEYS 



35 N. ARROYO PARKWAY, SUITE 60 
PASADENA, CALIFORNIA 91103 
PHONE 626/395-7801 
FAX 626/395-0694 



FACSIMILE TRANSMISSION 

To: Examiner John Gillon 
Title: Primary Examiner 
Institution: United States Patent and Trademark Office pa v op- 

Group Art Unit: AX RE CE/V[ED 

US. Serial No,: 09/038,261 AtfG 2 8 20(1(1 

Facsimile No.: 703/308-6916 f\ 

Total No. of pages: 7 ^ _ 7v T^ 0WS0Ffr fe 

From: Sarah B. Adriano 
Date: August 28, 2000 
Dkt. No.: 30435.54USU1 

COMMENT: 

I attach a copy of the Combined Declaration and Power of Attorney filed 
with the Patent Office for the above-identified U.S. Serial Number, wl will 
forward a copy of the grant of the Petition for Conversion to Provision! 
Application for U.S. Serial No. 08/814,279 as soon as we find it 




This facsimile message is confidential and may contain attorney privileged information intended only 
for the use of the individual or company named above. If the reader is not the intended recipient, or 
the employee or agent responsible to deliver it to the intended recipient, you are hereby notiitd that 
any dissemination, distribution or copying of this communication Is strictly prohibited. If you have 
received this communication In error, please immediately notify us by telephone, so that w* may 
arrange for the return of the original message to us. If you do not receive aU of the pages] please 
contact us at any of the numbers provided above. j 



88/26/2080 10:32 $263958694 



MANDEL AND ADRIANO 



PAGE 82 



MANDELA ADRIANO 
United States Patent Application 
COMBINED DECLARATION AND POWER OF ATTORNEY 

As a below named Inventor I hereby declare that: my residence, post office address and citizenship are as stated below next to my 
name: thai 

I verily believe I am the original, first and sole inventor (if only one name is listed below) or a joint inventbr (if plural inventors 
are named below) of the subject matter which is claimed and for which a patent is sought on the invention entitled:! PSC A' PROSTATE 
STEM CELL ANTIGEN 

The specification of which 

a. O is attached hereto 

b. E3 was filed on March 10, 1999 as application serial no. 09/038.261 and was amended on (if applicable) 
filed application) described and claimed in international no. filed and as amended on (if any) 
and for which I solicit a United States patent. 



r hereby state that I have reviewed and understand the contents of the above-identified specification, including the Claims, as amended by 
any amendment referred to above. 

1 acknowledge the duty to disclose information which is material to the patentability of this application in accordance with Title 37. Code 
of Federal Regulations, § I 56 (attached hereto). 

1 hereby claim foreign priority benefits under Title 35, United States Code, $ 1 19/365 of any foreign application(s)lfor patent or inventors 
certificate listed below and have also identified below any foreign application for patent or inventor's certificate having a filing date before 
that of the application on the basis of which priority is claimed: FAX R£ - 

a. □ no such applications have been filed. a tip 

b. D such applications have been filed as follows: ^ 2 $ 



(in the case of a PCT- 
which I have reviewed 



2000 



PORElGWAPPLlCATtOW(S> IF AMY. CLAIMING PRIORITY UNDER 3S USC # 1 19 



COUNTRY 



APPLICATION NUMBER 



date of filing 

(d.y. month, 



DaTE OF ISStJE 
y, month, j 



i7M 



i 



ALL FOREIGN APPLICATION^ IF ANY, FILED BEFORE THE PRIORITY APPLICATIONS 



COUNTRY 



APPLICATION NUMBER 



DATE OP FILING 
(day, month, yw) 



DATE OF ISsiUE 
(day, month, yfr) 



! hereby claim the benefit under Tide 35, United States Code, } 120/365 of any United States and PCT internationjl 
below and insofar as the subject matter of each of the claims of this application is not disclosed in the prior Unite? 
the manner provided by the first paragraph of Title 35, United States Code, § 1 12, 1 acknowledge the duty to disclose 
information as defined in Title 37. Code of Federal Regulations, § 1.56(a) which occurred between the filing date 
and the national or PCT international filing date of this application. 



application(s) listed 
States application in 
material 
Of the prior application 



| U.5L APPLICATION NUMBER 
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I licrcb\ claim the benefit under Title 35. ,ied Slates Code § 1 19(e) of any United State* , jvisional applications) listed bclo» 



US, PROVISIONAL APPLICATION NUMBER 



DATE OF FILING (Day, Month. vjear) 



08/8M.279 



March 10, 1997 



60/071.141 



January 12, 1998 



AO/O 74. 6 7? 



February 13, 1998 



t hereby appoint the following attorney! s) and/or patent agent(s) to prosecute this application and to transact all business tn the Patent and 
Trademark Office connected herewith: 



Sarah B. Adriano 
SaraLvnn Mandcl 



Reg. No. 34.470 
Reg. No. 31.853 



I hcrcc* auihoruc them to act and rely on instructions from and communicate directly with the person/a ssignee/att^mey/firm/ 
organisation who/which first sends/sent this case to them and by whom/which I hereby declare that I have con: 
to be represented unless/until f instruct Mandel & Adriano to the contrary. 



Please direct Jli correspondence in this case to Mandef & Adriano at the address indicated below 

Mandel & Adriano 
725 Main Street 
Half Moon Bay. CA 94019 

1 hereb> declare that all statements made herein of my own knowledge are true and that all statements made on i: 
believed to be true: and further that these statements were made with the knowledge that willful false statements 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that 
statements may jeopardize the validity of the application or any patent issued thereon. 



2 Q 2000 



J [disclosure 

HO 



nibrmaiion and belief are 
and the like so made arc 
sucjh willful false 



Full Njimt 
Of Iflvmtnr 



Family Name 

ReHar 



First Cfvtn Nunc 
Robcn 



Second Clpen S*me 
E. 



Rrsldtncr 
it Cki;.fn<hlp 



City 



Sut# or Foreign Country 
California 



Country of Citizen* hip 

USA 



t i *\>m omrc 

i 



P<w OIBm Address 
103H Kinnard Avoiut 



City 



Stat* A Z 

California 



(>df/(.'ounti? 



Signs turf nf Inventor 201 : r- ^ I 



Full Nam* 
Of Inventor 



family Name 

U/iue 



Flnt GN«n Name 



D '" : dtT-lis- 



Second GlKn Name 

N. 



RcMdrnfe 
A CKJxrn»hlp 



Oty 

Sh<rman Q»Vj 



SUt* or Foreign Country 
California 



Country ojrOairruhip 

USA 



1*051 Offlc r 
Addre» 



Post Office Add ret) 
U737 Suaan Drive 



Qxy 

Sherman Otkj 



Signature of Inventor 202: 



State* Z 

California 



Date: 



§ 1.56 Duty io disclose information material to patentability. 



at d 



(a* A patent by its very nature is affected with a public interest. The public interest is best served, ari 
paten, e.xominaiion occurs when, at the time an application is being examined the Office is aware of and evaluates 
^ormaiion material to patentability. Each individual associated with the filing and prosecution of a patent appli ^ 
candor and good huh in dealing with the Office, which includes a duty to discJose to the Office all informauon 
to be material to patentability as defined in this section. The duty to disclose information exists with respect to 
the claim is canceled or withdrawn from consideration, or the application becomes abandoned. Information material 



eaci 



i Code/Country 
1403 /US A 



the most c/Tectivc 
the teachings of all 
cation has a duty of 
n io (hat individual 
pending claim until 
to the pateniabilit\ 
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of a claim that is canceled or withdrawn fiw consideration need not be submitted if the into* mation is not materia I to the patentability of 
any claim remaining under consideration in the application. There is no duty to submit information which is not n laterial to the 
patentability of any existing claim. The duty to disclose all information known to be materia) to patentability is da med to be satisfied if 
all information known to be material to patentability of any claim issued in a patent was cited by the Office or subn lined to the Office in 
the manner prescribed by §§ 1 ,97(b)-(d) and 1 .98. However, no patent will be granted on an application in connec ion with which fraud 
on the Office was practiced or attempted or the duty of disclosure was violated through bad faith or intentional misconduct. The Office 
encourages applicants to carefully examine: j 

j 

( 1 ) prior art cited in search reports of a foreign patent office in a counterpart application, anti 

(2) the closest Information over which individuals associated with the filing or prosecution if a patent application 
believe any pending claim patentably defines, to make sure that any material information contained therein is discllscd to the Office. 

(b) Under this section, information is material to patentability when it is not cumulative to information already of record or 
being made of record in the application, and j 

(1) It establishes, by itself or in combination with other information, a prima facie case of unpatentability of a 
claim: or f 

(2) It refutes, or is inconsistent with, a position the applicant takes in: ) 

(i) Opposing an argument of unpatentability relied on by the Office, or j 

(ii) Asserting an argument of patentability. } 

| 

A prima facie case of unpatentability is established when the information compels a conclusion that a claim is unpatentable under the 
preponderance of evidence, buxdenof-proof standard, giving each term in the claim its broadest reasonable constni:tion consistent with 
the specification, and before any consideration is given to evidence which may be submitted in an attempt to establi ih a contrary 
conclusion of patentability. T 



I 



(c) Individuals associated with the filing or prosecution of a patent application within the meaning ojj this section are: 

( 1 ) Each inventor named in the application: 

(2) Each attorney or agent who prepares or prosecutes the application; and 

(3) Every other person who is substantively involved in the preparation or prosecution of theiapplication and who * 
is associated with the inventor, with the assignee or with anyone to whom there is an obligation to assign the application. 

(d) Individuals other than the attorney, agent or inventor may comply with this section by disclosing information to the 
attorney, agent, or inventor. ~ 
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MANDEL & ADRIANO 
United State* Patent Application 
COMBINED DECLARATION AND POWER OF ATTORNEY 

As a below named inventor I hereby declare that: my residence, post office address and citizenship are as 
name; that 



I verily believe I am the original, first and sole inventor (if only one name is listed below) or a joint inverior (if plural inventors 
are named below) of the subject matter which is claimed and for which a patent is sought on the invention entitled: PSCA 1 PROSTATE 
STEM CELL ANTIGEN 



The specification of which 

a. O " attached hereto 

b. S3 "as filed on March 10. 1998 as application serial no. 09/038,261 and was amended on 
filed application) described and claimed in International no. filed and as amended on 
and for which 1 solicit a United States patent. 



(if applicable 
(if any} 



I hereby state that 1 have reviewed and understand the contents of the above-identified specification, including thejclaims, as amended by 
* any amendment referred to above, 

I acknowledge the duty to disclose information which is material to the patentability of this application in accordance with Title 37, Code 
of Federal Regulations, § 1.56 (attached hereto). 



1 hereby claim foreign priority benefits under Tide 35, United States Code, $ 1 19/365 of any foreign application^] 
certificate listed below and have also identified below any foreign application for patent or inventor's certificate 
that of the application on the basis of which priority is claimed: 

a. □ no such applications have been filed. 

b. D such applications have been filed as follows: 



having 



stated below next to my 



(in the case of a PCT- 
which I have reviewed 



for patent or inventor's 
a filing date before 



FOREIGN APPLICATIONS IF ANY, CLAIMING PRIORITY UNDER 35 USC j 119 



COUNTRY 



APPLICATION NUMBER 



DATE OF FILING 
(4«y, month, yw) 



DATE OF 



ALL FOREIGN APPLICATION^ IF ANY, FILED BEFORE THE PRIORITY APPLICATION^) 



COUNTRY 



APPLICATION NUMBER 



DATE OF FILING 



DATE Of 
4tt 



ISSUE 
month, jfcr) 



I hereby claim the benefit under Title 35, United States Code, § 120/365 of any United States and PCT Intemationkl 
below and. insofar as the subject matter of each of the claims of this application is not disclosed in the prior Unite* 
the manner provided by the first paragraph of Title 35, United States Code, § 1 12, 1 acknowledge the duty to disci 
information as defined in Title 37, Code of Federal Regulations, § 1.56(a) which occurred between the filing date 
and the national or PCT international filing date of this application. 



application(s) listed 
States application in 
disclose material 

of the prior application 



| U.& APPLICATION NUMBER 


DATE OF FILING (ity> ma 
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I hereby claim the benefit under Title 35. ^.ated States Code J 1 19(e) of any United States ^visional application ($) listed belo» : 



U.S. PROVISIONAL APPLICATION NUMBER 



DATE OF FILING (Dsy. Momh. 



fmr) 



08/8U.279 



March 10. J 997 



60/071. Ml 



January 12, 1998 



February 13. 1998 



I hereby appoint the following attorney^) and/or patent agent(s) to prosecute this application and to transact all I 
Trademark Office connected herewith; 



business in the Patent and 



Sarah B. Adriano 
SaraLynn Mandel 



Reg, No. 34.470 
Reg. No. 31.853 



1 hereby authorize them to act and rely on instructions from and communicate directly with the person/assignee/at 
organization n ho/which first sends/sent this case to them and by whom/which I hereby declare that I have consented 
to be represented unless/until I instruct Mandel & Adriano to the contrary. 

Please direct all correspondence in this case to Mandel & Adriano at the address indicated below: 

Mandel & Adriano 
725 Main Street 
Half Moon Bay. CA 94019 

I hereby declare thai all statements made herein of my own knowledge are true and that all statements made on in 
behe\ cd to be true: and further that these statements were made with the knowledge that willful false statements 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code and that 
statements may jeopardize the validity of the application or any patent issued thereon. 



.orney/firm/ 

after full disclosure 



brmation and belief are 
ajid the like so made arc 
willful false 



su< h 



Full Sumt 
Orifucntor 



Hrjiidcnre 



Fsmjjy Name 
Retle 



City 

Lot Aneda 



First Given N*me 
Robot 



Sut* or Foreign Country 
Califomil 



Second Cf en Name 

E. 



Country of Citizenship 
USA 



Port Office 
Address 



Post Office Address 
103 11 Kmnsrd A*wo« 



City 

Los Angetes 



Slpismrt of Inventor 20) : 



Stmtf A Z 

Cslifomis 



Code/Country 
K>034-60I7/V$A 



Dtte: 



Full \imr 
Of Inventor 



Residence 
A OU>,e rwnip 



Family Hunt 

Wftie 



Ctty 

SherrnsnOiks 



Pint Given Nome 
0*oi 



Sutc or Foreign Country 
Cslifomis 



Second GfVsn Nsme 



Country ojrCltUen^hlp 
USA 



Post Omce 
Adders* 



Post Office Address 

M727 Suaw Drive 



Shcrmsn OsKs 



State & 2fy Code/Country 
California ^1d0.VUSA 



Slmsturr of In vm tor 202; 



fib*** m. tiiztZ? 



§ 1.56 Duty to diycloxe information material to patentability. 

(a) A patent by its very nature is affected with a public interest. The public interest i$ best served, add 
patent examination occurs when at the time an application is being examined, the Office is aware of and evaluates 
.nformatton material to patentability. Each individual associated with the filing and prosecution of a patent appl 
candor.and good faiih in dealing with the Office, which includes a duty to disclose to the Office all infoniaiion i fax 
to be material to patentability as defined in this section. The duty to disclose information exists with respect to eac 
the claim is canceled or withdrawn from consideration, or the application becomes abandoned Information material" 



the most effective 
the teachings of all 
lic|tion has a duty of 
n to that individual 
h pending claim until 
to the patentability 



i know 



I 
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of a claim that is canceled or withdrawn rtwui consideration need not be submitted if the inhumation is not material to the patentability of 
any claim remaining under consideration in the application. There it no ditty to submit information which it not material to the 
patentability of any existing claim. The duty to disclose all information known to be material to patentability is deemed to bersatisfied if 
all information known to be material to patentability of any claim issued in a patent was cited by the Office or subrjutted to the Office in 
the manner prescribed by J} 1.97(bMd) and 1,98. However, no patent will be granted on an application in connection with which fraud 
on the Office was practiced or attempted or the duty of disclosure was violated through bed faith or intentional misjsonduct. The Office 
encourages applicants to carefully examine: 



(1) 



prior an cited in search reports of a foreign patent office in a counterpart application, arid 



(2) the closest information over which Individuals associated with the filing or prosecution of a patent application 
believe any pending claim patemably defines, to make sure that any material information contained therein is disclosed to the Office. 



(b) Under this section, information is materia] to patentability when it is not cumulative to information already of record or 
being made of record in the application, and 

(1) It establishes, by itself or in combination with other information, a prima facie case of unpatentability of a 

claim; or 

(2) It refutes* or is inconsistent with, a position the applicant takes in: 
(t) Opposing an argument of unpatentability relied on by the Office, or 
(ii) Asserting an argument of patentability, 

A prima facie case of unpatentability is established when the information compels a conclusion that a claim is unpatentable under the 
preponderance of evidence, burden-of-procf standard, giving each term in the claim its broadest reasonable construction consistent with 
the specification, and before any consideration is given to evidence which may be submitted in an attempt to establish a contrary 
conclusion of patentability. 



(c) 



Individuals associated with the filing or prosecution of a patent application within the meaning of this section are: 



(1) Each inventor named in the application: 

(2) Each attorney or agent who prepares or prosecutes the application; and 



I 



(3) Every other person who is substantively involved in the preparation or prosecution of the application and who 
is associated with the inventor, with the assignee or with anyone to whom there is an obligation to assign the application. 



(d) Individuals other than the attorney, agent or inventor may comply with this section by disclosing 
attorney, agent, or inventor. 



information to the 



